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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 1 1/3/06 have been fully considered but they are not 
persuasive. Applicant argues has not clearly defined the invention. Additionally, one of 
ordinary skill in the art would not be able to make and use the invention based on the 
original disclosure. For example, page 34 paragraph 001 14 describes as a suitable 
superabsorbent "any superabsorbent polymer (SAP) now. known or later discovered 
may be used in absorbent core 28". The specification discloses any materials suitable 
for the absorbent core, yet the claims are specific to performance characteristics for the 
core. In the independent claims, the limitations are not directed to structure or a specific 
composition, but rather to what the absorbent article does, therefore the claims are 
broad and indefinite for reciting only the desired physical properties of the modifying 
agent, rather than setting forth structural and/or chemical characteristics. Because the 
claim does not set forth that which applicants regard as their invention, the rejection 
under 35 USC 112, second paragraph is maintained. 

As to the Alemany reference and the statement of inherency, the rejection has 
been made in the sense of In re Fitzgerald, 619 F.2d 67, 205 USPQ 
594 (CCPA 1980). See MPEP § § 21 12- 21 12.02, which states 'When the reference 
discloses all the limitations of a claim except a property or function, and the examiner 
cannot determine whether or not the reference inherently possesses properties which 
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anticipate or render obvious the claimed invention but has basis for shifting the burden 
of proof to applicant. In this case the basis for shifting the burden of proof is that 
Alemany discloses similar materials and construction as the claimed invention. The 
burden is shifted to Applicant to show that the prior art produces a different product that 
would not have the claimed performance characteristics. This should be presented by 
the factual evidence, and in the instant case the Applicant failed to show a valid side-by- 
side comparison between their product and the product disclosed by the Alemany. 



Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 -65 are rejected under 35 U.S.C. 1 1 2, second paragraph, as failing to 
set forth the subject matter which applicant(s) regard as their invention. Claims 1-65 
are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The claims set forth the physical characteristics desired of the composite 
alone rather than the specific composition of the composite in the end product. 
Therefore, relying on Ex parte Slob, 157 USPQ 172, such claims could cover any 
conceivable combination of materials whether presently existing or which might be 
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discovered in the future and which would impart the desired characteristic, i.e. the 
claims are too broad and indefinite since they purport to cover everything having the 
claimed characteristics regardless of its composition (It should be noted that 35 USC 
1 01 sets forth "Whoever invents or discovers any new and useful . . . composition of 
matter... may obtain a patent therefor... title, i.e. does not include composition that have 
yet to be invented and discovered.). 



Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-69 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 



alternative under 35 U.S.C. 103(a) as obvious over Alemany et al. USPN 4834735. 
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Alemany discloses an absorbent core and by description, a method of designing 
an absorbent core comprising a topsheet and backsheet and absorbent core between 
the topsheet and backsheet. . It is the examiner's first position that pages 23-30, 
paragraphs 0086-00104 of the specification sets forth materials capable of providing the 
claimed leakage performance index. Alemany teaches similar materials for the core 
(col. 7, line 58 through col. 9, line 28, topsheet, and backsheet). Thus, Alemany 
inherently includes a core capable of providing the claimed absorptive capacity and an 
article capable of provding the claimed leakage performance results. "When the 
structure recited in the reference is substantially identical to that of the claims of the 
instant invention, claimed properties or functions are presumed to be inherent (MPEP 
21 1 2-21 1 2.01 ). A prima facie case of either anticipation or obviousness has been 
established when the reference discloses all the limitations of a claim except a property 
or function and the examiner can not determine whether or not the reference inherently 
possesses properties which anticipate or render obvious the claimed invention but has 
basis for shifting the burden of proof as in In re Fitzgerald, 619 F.2d 67, 70 205 USPQ 
594, 596 (CCPA 1980)." In the present case, the reference has met the structural 
requirements of the claim. 

It is noted however, that Alemany does not specifically disclose the absorbent 
core comprises a front pad that has an absorbency under load as claimed. However, 
Alemany recognizes the size and concentration of materials of the absorbent core can 
be varied and this will affect the absorbent capacity in specific regions (col. 7, lines 57- 
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67; col. 12, lines 41-59; col. 20, lines 6-68). Alemany, therefore, recognizes the 
absorbent capacity is a result effective variable.of the materials used to makeup the 
core. It is the examiner's second position that it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the article of 
Alemany with the claimed absorbent capacity, since discovering an optimum value of a 
result effective variable involves only routine skill in the art. 

Alemany teaches the shape, size, and positioning of the acquisition zone (insult 
point) is important with respect to the rapid acquisition of fluids and the point should be 
positioned with respect to the area of typical liquid deposition of the absorbent member 
(col. 15, lines 20-36). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacqueline F. Stephens whose telephone number is 
(571 ) 272-4937. The examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zalukaeva can be reached on (571 ) 272-1 115. The fax phone 
number for the organization Where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1000. 
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